United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/622,889 



23906 



07/17/2003 



Xueying Huang 



7590 



02/16/2006 



E I DU PONT DE NEMOURS AND COMPANY 
LEGAL PATENT RECORDS CENTER 
BARLEY MILL PLAZA 25/1 128 
4417 LANCASTER PIKE 
WILMINGTON, DE 19805 



CL1941 USNA 



2771 



[ 



EXAMINER 



ART UNIT 



TSOY, ELENA 

in 



PAPER NUMBER 



1762 

DATE MAILED: 02/16/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Offire Artinn ftumtnsrx/ 


Application No. 

10/622,889 


Applicant(s) 

HUANG ET AL 


Examiner 

Elena Tsoy 


Art Unit 

1762 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 25 January 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 8,9,19-28 and 30 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-7,10-18 and 29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Election/Restrictions 

1. Applicant's election without traverse of Group J, Claims 1-18, 29 and the species of 
metal nanoparticles (Claims 5-7) in the reply filed on 1/25/2006 is acknowledged. 
Claims 1-30 are pending in the application. Claims 8, 9, 19-28, and 30 are withdrawn from 
consideration as directed to a non-elected invention. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title," if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-7, 10-18, 29 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicants' admitted state of art, and Subramanium et al (US 6,1 13,795) and Templeton et al 
(Langmur, 1999,15, pp 66-76) in view of Panek et al (US 4,143,026) and Colman et al (US 
6,384,297) for the reasons of record set forth in paragraph 2 of the Office Action mailed on 
8/24/2005. 

Response to Arguments 

4. Applicants' arguments filed 1/25/2006 have been fully considered but they are not 
persuasive. 

Applicants state that size distribution fractionation is an essential limitation of the 
invention as claimed, however, this limitation is not suggested or taught by the cited references, 
either separately or in combination and there is no direction to the skilled person in any of the 
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references suggesting that size distribution fractionation would be possible if the reference were 
combined. 

The Examiner respectfully disagrees with this argument. The Examiner admitted that 
although methods for fractionating gold particles from organic solvents by addition of non- 
solvent were known in the art (See specification, page 2, lines 32-37 to page 3, lines 1-2), the 
application of these methods to the fractionation of stabilized, water-soluble nanoparticles such 
as stabilized, charged, water-soluble tiopronin or coenzyme monolaver -protected gold 
nanoparticles described in Templeton et al (See specification, page 1, lines 22-25; page 12, lines 
29-34) by adding electrolyte such as NaCl (Claims 1, 12, 13) and substantially water-miscible 
organic solvent such as methanol, ethanol to an aqueous population of gold nanoparticles, was 
not taught in the art (Claims 1,14) (See specification, page 3, lines 2-3). 

Obviously, any methods allowing to gradually precipitate the stabilized, charged, water- 
soluble tiopronin or coenzyme monolaver -protected gold nanoparticles of Templeton et al from 
their solutions could be used to fractionate the protected gold nanoparticles since it was known in 
the art that gold particles could be fractionated by gradually precipitating them from their 
solutions by addition of non-solvent. 

Panek et al is a secondary reference which is relied upon to show that dissolved polymers 
can be precipitated by adding electrolyte or by adding anti-solvent (See column 1, lines 44-57). It 
is held that it is prima facie obvious to combine two compositions each of which is taught by the 
prior art to be useful for the same purpose, in order to form a third composition to be used for the 
very same purpose.... Obviously, a combination of electrolyte mid anti-solvent can be used in 
Panek et al for precipitating the polymer. 
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Colman et al is a secondary reference which is relied upon to show that it is well known 
in the art that addition of an inorganic salt such as NaCl, KG, NaBr (See column 5, lines 54-55) 
to stabilized, charged, water-soluble polymer may force the polymer precipitation through a 
salting-out phenomenon (See column 5, lines 56-67). 

Thus, Panek et al and Colman et al clearly suggest that stabilized, charged, water-soluble 
tiopronin or coenzyme monolayer-protected gold nanoparticles of Templeton et al can be 
gradually precipitated by addition of electrolyte such as NaCl, KC1, NaBr and anti-solvent. 

Therefore, the stabilized, charged, water-soluble tiopronin or coenzyme monolayer- 
protected gold nanoparticles of Templeton et al can be fractionated by adding electrolyte such as 
NaCl, KC1, NaBr and anti-solvent to their solutions since it was known in the art that gold 
particles could be fractionated by gradually precipitating them from their solutions. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is 571-272-1429. The 
examiner can normally be reached on Monday-Thursday, 9:00AM - 7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-142323. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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